THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-1603
Appl i cati on 08/ 057, 9891

ON BRI EF

Bef ore ABRAMS, NASE, and CRAWORD, Admi ni strative Patent
Judges.

CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’'s fina
rejection of clainms 1 and 11-20. Cdains 2-10 are all owed.

Appellant’s invention is a table feeder. Caim1lis
exenpl ary of the subject natter on appeal and recites:

1. A table feeder apparatus conprising: a feed screw

supported rotatably on a base; a notor for rotating the feed
screw about its axis; a feed nut threadedly engaged with the

1 ppplication for patent filed May 5, 1993.
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feed screw, a block nmounted integrally with the feed nut; a
tabl e supported by the block for novenent al ong an axi al
direction of the feed screw, and a slide nechani sm di sposed
between the bl ock and the table, the slide mechani sm being
slidable in at | east one of a horizontal direction and a
vertical direction along a plane transverse to the axia
direction of the feed screw.

THE REFERENCES

The follow ng references were relied on by the exam ner
to support the rejections:
Bl att 4,988, 261 Jan. 29, 1991
Kat o 5,054, 991 Cct. 8, 1991

THE REJECTI ONS

Clainms 13 and 15-20 stand rejected under 35 U.S.C. § 112,
first paragraph because the specification as originally filed,
does not provide support for the invention as cl ained.

Clains 1, 11 and 15-18 stand rejected under 35 U S. C
8§ 102(b) as being anticipated by Kato.

Clains 1, 11, 12 and 14 stand rejected under 35 U S. C
8§ 102(b) as being anticipated by Blatt.

Rat her than reiterate the respective positions of the
exam ner and the appellant in support of their respective

positions, reference is made to the exam ner’s answer (Paper
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No. 13) and the appellant’s brief (Paper No. 12) and reply
bri ef

(Paper No 15) for the full exposition thereof.

OPI NI ON

We have carefully reviewed the appellant’s invention as
described in the specification, the appealed clains, the prior
applied by the exam ner, and the respective positions advanced
by the appellant and the exam ner. As a consequence of this
review, we have made the determ nations which follow

W turn initially to the examner’s rejection of clains
13 and 15-20 under 35 U.S.C. 8§ 112, first paragraph. The
exam ner states that there is no support in the origina
di scl osure for the recitation in claim13 of a hydrostatic
bearing, and thus relies on the “witten description”
requirenment of 35 U. S.C. 112, first paragraph. The exam ner
al so states that it is unclear how the hydrostatic bearing

recited in claim13 is constructed and how the slides are
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force absorbing nmeans as recited by claim15 and thus relies
on the enabl enent requirenent of 35 U S.C. § 112.

W initially note that the witten description
requirenent is separate fromthe enabl enment requirenent. See

In re Wlder, 736 F.2d 1516, 1520, 222 USPQ 369, 372 (Fed.

Cr. 1984), cert. denied, sub nom WI|der v. Mssinghoff, 469
U.S. 1209 (1985).

The purpose of the witten description requirenent is to
ensure that the inventor had possession of the invention as of

the filing date. 1n re Wertheim 541 F.2d 257, 262, 191 USPQ

90, 96 (CCPA 1976). In deciding whether or not the witten
description requirenent has been satisfied, the content of the

drawi ngs, may be considered. 1n re Kaslow, 707 F.2d 1366,

1375, 217 USPQ 1089, 1096 (Fed. Gir. 1983).

Appel I ant, while recognizing that the originally filed
specification refers to a “static” rather than “hydrostatic”
bearing, asserts that it is self-evident fromFigure 2 that
bearing 15 is a hydrostatic bearing. According to appellant,
ports, which are shown but not nunbered, comrunicate with
grooves which are al so shown but not nunbered. Appell ant

concl udes that one of ordinary skill in the art would note by
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| ooking at Figure 2 that bearing 15 is a hydrostatic beari ng.
The exam ner responds:

Appel | ant woul d have t he Board
bel i eve that the spaces around

el enents 15, 16, 17 in his figure
2 are indicative of ports and
grooves for a hydrostatic
bearing. The examiner is of the
opi nion that the spaces in figure
2 are simlar to the spaces
around elenments 10, 12, 13, 14 in
appellant’s figure 1 which nerely
represent spaces between parts.
Even if one concluded that the
spaces in figure 2 were ports and
grooves, they would further

concl ude that these ports and
grooves were |ubrication
structures for grease and not for
hydrostati c bearings since no
addi tional structure is present
to provide fluid for a
hydrostatic arrangenent, i.e., no
sunp, punp or connecting |ines
are present. [Exam ner Answer at
page 6]

W agree with the analysis of the exam ner. Appell ant
argues that those of ordinary skill in the art would know by
| ooking at Figure 2, that bearing 15 is a hydrostatic bearing.
Filed along with the reply brief, is a docunent of unknown
origin, entitled “Qutline of Mechanical Structure” which
depi cts hydrostatic pressure pockets on a worktable. W

initially note that the exhibit was not acconpanied by a
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showi ng of good and sufficient reason why it was not earlier
presented, as required by 37 CFR § 1.195. In addition,
al t hough the exhibit |abels certain elenents “hydrostatic
pressure pockets”, it does not show that a person skilled in
the art would recognize the elenents as “hydrostatic pressure
pockets” without the |abel. As such, the exhibit is not
evi dence that a person skilled in the art woul d know t hat
bearing 15 is a hydrostatic bearing. |In view of the
foregoing, it is our viewthat there is no witten description
support for the recitation of “hydrostatic” bearing in claim
13.

Wth regard to the question of enablenent, it is well
settled that the exam ner has the initial burden of producing

reasons that substantiate a rejection based on | ack of

enabl enent. See In re Marzocchi, 439 F.2d 220, 223, 169 USPQ

367, 370 (CCPA 1971); In re Wight, 999 F.2d 1557, 1561, 27

UsP@2d 1510, 1513 (Fed. Cir. 1993). Once this is done, the
burden shifts to the appellant to rebut this conclusion by
presenting evidence to prove that the disclosure is enabling.

Id. At 1561. 1n re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470,

474 (CCPA 1973); In re Doyle, 482 F.2d 1385, 1392, 179 USPQ
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227, 232 (CCPA 1973), cert. denied, sub nom Doyle v. Commir

Pats., 416 U. S. 935 (1974). Additionally, as the court in

re Gaubert, 524 F.2d 1222, 1226, 187 USPQ 664, 667 (CCPA
1975) st at ed:

[t]o satisfy § 112, the
speci fication disclosure nust be
sufficiently conplete to enable
one of ordinary skill in the art
to make the invention wthout
undue experinmentation, although
the need for a m ni num anount of
experinmentation is not fatal.
Enabl enent is the criterion,
and every detail need not be set
forth in the witten
specification if the skill in the
art is such that the disclosure
enabl es one to make the
i nventi on.

The determ nation of what constitute undue
experinmentation in a given case requires the application of a
standard of reasonabl eness, having regard for the nature of

the invention and the state of the art. See In re \Wands 858

F.2d 731, 736-737, 8 USPQd 1400, 1404 (Fed. GCr. 1988); Ex

parte Forman, 230 USPQ 546, 547 (Bd. Pat. App. & Int. 1986).

In our view, the exam ner has not net his burden of
produci ng reasons to show that a person would not know how to

operate a common el enment such as a hydrostatic bearing. 1In
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regard to how the slides absorb force, we are of the opinion
that the specification in explaining that the slides absorb
the leftward and rightward deviation of the block is
sufficiently conplete to enable a person of ordinary skill in
this art to make this invention.

In view of the foregoing we will sustain the exam ner’s
rejection under 35 U.S.C. § 112, first paragraph as it is
directed to claim13 but will not sustain the rejection as it
directed to clains 15-20.

We turn next to the examner’s rejection under 35 U S. C
8§ 102(b) of clainms 1, 11 and 15-18 as antici pated by Kato.
Kato di scl oses a feed screw 12 nounted on base 11 and a notor
13 for rotating the feed screw about its axis. There is also
di scl osed a feed nut and a franme or block 15 nounted
integrally to the nut. There is a table 2 nounted for
novenent along an axial direction of the feed screw. There is
a slide nechanism 16, 17 di sposed between the block 15 and the
table 2. The slide nechanismis slidable in a vertica
direction along a plane transverse to the axial direction of

the feed screw. Kato discloses each and every el enent of
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claim1, and thus we will sustain the exam ner’s rejection of
this claimunder 35 U. S.C. § 102(b).

Appel | ant argues that Kato does not disclose a bl ock
mounted integrally with the feed nut and a tabl e supported by
the bl ock for nmovenent along an axial direction of the feed
SCrew.

However, as admitted by appellant in the brief at page
15, franme or block 15 is nounted integrally with the feed nut.
In addition, as depicted in Figure 1, frame or block 15
clearly supports table 2 for novenent al ong an axial direction
of the feed screw

Appel | ant al so argues that the configuration of the
t hreaded shafts 12, 16 and gui de shafts 14, 17 represents the
conventional prior art feeding apparatus in which there is no
specific slide nmechani sm di sposed between feed screw 12 and
the frame or block 15. The appell ant concl udes that since
screw 12 and franme or block 15 are connected to each other
integrally, the table is directly influenced by angul ar
deflection of the feed nut in a direction transverse to the
feed axis of the feed screw 12. This argunent is not

per suasi ve because in the examner’s analysis, the frame 15 is
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the block recited in claiml1l and the table 2 is the table
recited in claiml1l. There is clearly a slide nechanism 16, 17
bet ween the block 15 and the table 2. As there is a sliding
mechani sm 16, 17 between the block or frame 15 and the table 2
Kat o di scl oses these specific elenents of claiml1l. 1In view of
the foregoing, we wll sustain the examner’'s rejection of
claim1.

W will also sustain the examner’s rejection of claim1ll
as appel l ant has not argued the separate patentability of this

claim See Inre N elson 816 F.2d 1567, 1570, 2 USPQ2d 1525,

1526 (Fed. Gir. 1987).
We turn next to claim15 which recites in pertinent part:

.force absorbi ng neans
dlsposed bet ween the tabl e and
t he support neans for absorbi ng
the force applied to the support
nmeans to prevent the applied
force frombeing transmtted to
the table.

The exam ner st ates:

the slide nmechanism 16, 17
IS synonynous with applicants’
force absorbi ng nmeans since the
nut and screw drive for the slide
mechani sm woul d permt novenent
transverse to screw 12 when screw
12 were activated. This novenent
woul d be present until the nut

10
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and screw drive for slide
mechani sm 16, 17 took up nornal
sl ack between its nut and screw.
[ Exam ner’ s Answer at page 5]

In essence, it is the examner’s position that the slide
mechani sm 16, 17 of Kato inherently absorbs force applied to
the support nmeans to prevent the applied force from being
transmtted to the table.

In relying upon the theory of inherency, the exam ner
nmust provide a basis in fact and/or technical reasoning to
reasonably support the determnation that the allegedly

i nherent characteristic necessarily flows fromthe teachings

of the applied prior art. In re King, 801 F.2d 1324, 1326,

231 USPQ 136, 138 (Fed. Cir. 1986); W L. Gore & Associates,

Inc. V. Garlock, Inc., 721 F.2d 1540, 1555, 220 USPQ 303, 313

(Fed. Gir. 1983); In re Celrich, 666 F.2d 578, 581, 212 USPQ

323, 326 (CCPA 1981); In re WIlding, 535 F.2d 631, 635, 190

USPQ 59, 63 (CCPA 1976); Hansgirg v. Kemmer, 102 F.2d 212,

214, 40 USPQ 665, 667 ( CCPA 1939).
The exam ner in the instant case has provided no basis in
fact or technical reasoning for concluding that the nut and

screw arrangenent of Kato absorbs forces applied to the

11
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support or that it prevents applied force from being
transmtted to the table and as such in our view the exam ner
has not nmet his burden. Therefore, we will not sustain the
rejection as it is directed to claim15 or clains 16-18
dependant therefrom

We turn finally to the examner’s rejection of clainms 1,
11, 12 and 14 under 35 U.S.C. § 102(b) as anticipated by
Blatt. W find that Blatt discloses a work hol der platform or
tabl e 40 which includes a feed screw 24 and a notor 27 for
rotating the feed screw 24. A feed nut 26 is threadably
engaged with the feed screw 24 (See Fig. 4). A block 30 is
fixedly nounted to the feed nut 26 (Col. 4, lines 46-47).
There is al so disclosed a slide nechani sm (38,42) between
bl ock 30 and table 40 (Col 5, lines 9-11). This slide
mechanismis slidable in a horizontal direction transverse to
the axial direction of the feed screw (Col. 6, lines 8-12).

In view of these findings, we will sustain the exam ner’s
rejection of claim1 under 35 U S.C. § 102(b) as antici pated
by Blatt.

Appel | ant argues that Blatt does not disclose a bl ock

nounted integrally with the feed nut. However, the appell ant

12
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refers to base plate 40 as the bl ock rather than block 30. As
stated above, we find that Blatt does discloses a block (bl ock
30) nmounted integrally with the feed nut.

We agree with the exam ner that elenent 44 is a fitting
menber as broadly clained and as such, we will sustain the
examner’s rejection of claim1l. W shall also sustain this
rejection as it is directed to dependent clainms 12 and 14
since the appellant has not chall enged such with any
reasonabl e specificity, thereby allowi ng these clains to stand
or fall with the independent claim 11l from which they depend.

See Nielson, 816 F.2d at 1567, 2 USP@Rd at 1525.

In sunmary:

The exam ner’s rejection of clains 13 under 35 U.S.C. §
112, first paragraph is sustained.

The exam ner’s rejection of clains 15-20 under 35 U. S. C
8§ 112, first paragraph is not sustained.

The examner’s rejection of clains 1 and 11 under 35
US C 8§ 102(b) as anticipated by Kato is sustained.

The exam ner’s rejection of clains 15-18 under 35 U. S. C

8 102(b) as anticipated by Kato is not sustained.

13
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The exam ner’s reaction of clains 1, 11, 12 and 14 under

35 U.S.C. §8 102(b) as being anticipated by Blatt is sustained.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
NEAL E. ABRAMS )
Adm ni strative Patent Judge )
)
|
JEFFREY V. NASE ) BOARD OF
PATENT
Adm ni strative Patent Judge )
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